
ricsson, a leading telecommunications gear supplier and a holder of a signi�cant number 
of 5G Standard Essential Patents, owns the US patent 10,484,915. This patent has been a 
focal point of contention and the subject of several legal challenges, each revealing 

di�erent strategies employed by tech giants Samsung and Apple.
On January 1, 2021, Ericsson initiated legal action against Samsung in the United States Court of 
Appeals for the Federal Circuit, case No. 2021-1565. The court document identi�ed Samsung 
Electronics and relevant subsidiaries as defendants.
Subsequently, on March 12, 2021, 
Samsung �led an Inter Partes Review 
(IPR) case against the Ericsson patent 
under the identi�er IPR2021-00644, as 
part of ongoing negotiations over 
standard essential patent fees. 
Samsung contended that claims 1-3, 
6-10, and 13-15 of the patent were 
unpatentable, citing the principles of 
obviousness. They supported this 
argument with references to Agiwal, 
US pre-grant publication 
20170251460-A1, in conjunction with 
3GPP TS 36.331 (Ground 1) and Agiwal 
in view of 3GPP TS 36.331 and Murray 
(Ground 2). Notably, they pointed out 
that Agiwal-Prov1, which aligns with 
the challenged claims of the patent, is 
fully incorporated in Agiwal, as per 
the Dynamic Drinkware analysis.
However, on May 19, 2021, Samsung's 
move to �le a Motion to Terminate in 
their Inter Partes Review (IPR) case 
against Ericsson's patent marked a 
surprising turn of events in the 
ongoing patent dispute. The motion 
was �led two months after Samsung 
initiated the IPR case. The speci�cs of 
Samsung's Motion to Terminate are 
not entirely clear. However, it typically 
involves a request to the Patent Trial 
and Appeal Board (PTAB) to terminate 
an ongoing IPR proceeding. These 
motions are generally accompanied 
by reasons such as the parties 
reaching a settlement, the petitioner 
deciding not to pursue the case, or 
other strategic considerations. In 
Samsung's case, the PTAB sanctioned 
the motion, which e�ectively ended 
the IPR proceedings against Ericsson's 
patent. The PTAB often approves such 
motions to dismiss if it determines 
that it would serve the interest of 
e�ciency and help to minimize 
unnecessary costs. It also has the 
advantage of preserving the Board's 
resources and the parties' resources 
and promoting a quick and inexpen-
sive resolution to the dispute.
Meanwhile, Ericsson had also been 
entangled in patent negotiations with 
Apple, which escalated to a court case 
on October 6, 2021. Ericsson accused 
Apple of engaging in unfair 
negotiation practices, asserting that 
Apple's approach of evaluating 
individual licenses rather than a 
global portfolio was a tactic aimed at 
reducing royalty rates. Ericsson began 
discussions with Apple in late 2020 to establish a new cross-license agreement, but Apple held 
�rm that Ericsson’s practices violated Fair, Reasonable, and Non-Discriminatory (FRAND) terms.
Ericsson, anticipating litigation from Apple, lodged a complaint against them in the U.S. District 
Court for the Eastern District of Texas. Ericsson sought a declaratory ruling that they were 
prepared to o�er Apple standard essential patent licenses on FRAND terms. Ericsson further 
argued that Apple was intentionally attempting to devalue Ericsson’s essential 5G patents, 
aiming to reduce royalty payments.
Four months later, on February 15, 2022, Apple �led an IPR case (IPR2022-00348) against 
Ericsson's patent. Similar to Samsung, Apple used the same prior art as Samsung but presented 
a distinct strategy.
The patent in question relates to wireless communication, speci�cally methods and devices for 
random access procedures in new carrier types. Random access procedures are crucial in 
establishing a connection between a device (such as a smartphone) and a base station in a 
wireless communication network.
In Apple’s case, Agiwal (US-20170251460) was again introduced as the primary prior art, which 
discloses methods utilizing random access techniques for wireless device connectivity to a base 

station in a wireless communication system, which aligns with the challenged claims of the 
patent. Apple argued that the methods in Agiwal rendered the claims of the '915 patent obvious, 
which, would invalidate the patent.
However, Apple's argument deviated from Samsung's in several key areas. Apple didn't just focus 
on the disclosed random access methods in Agiwal; it also examined their applicability to the 
handover process. The handover process in wireless communication is the transition of an 
ongoing call or data session from one channel connected to the core network to another.

Apple provided a detailed analysis of 
Agiwal's handover method, 
examining its beamformed random 
access procedure in depth. They 
focused on how the user equipment 
(UE) identi�es the best downlink (DL) 
transmit (TX) and corresponding 
receive (RX) beams. In wireless 
communication, beamforming is a 
signal processing technique used to 
control the directionality of the 
reception or transmission of a signal 
on an antenna array.
Apple's argument rested on the 
premise that the details in Agiwal 
would have rendered the '915 claims 
as obvious to a person of ordinary skill 
in the art. In patent law, an invention 
is considered non-obvious (and thus 
patentable) if someone skilled in the 
relevant �eld of technology would 
not have found the invention obvious 
at the time it was made.
Apple followed a similar Dynamic 
Drinkware analysis, stating that 
Agiwal-Prov1 is incorporated in its 
entirety in Agiwal. The Dynamic 
Drinkware doctrine refers to a 
principle related to the use of 
provisional applications as prior art.
This detailed argument by Apple 
underlines a di�erent approach to 
challenging the patent's claims 
compared to Samsung's, emphasizing 
a more intricate and exhaustive 
analysis of the patent and the prior 
art. Despite these e�orts, the PTAB 
later denied Apple's petition, 
concluding that Apple had not met 
the burden of proof in showing the 
unpatentability of the patent's claims. 
Ultimately, on November 1, 2022, the 
PTAB denied Apple's IPR request, 
upholding the validity of Ericsson's 
patent. The PTAB found that Apple 
had not established a reasonable 
likelihood that it would succeed in 
demonstrating the unpatentability of 
the challenged claims. The Board also 
determined that Apple had not 
shown that Agiwal is entitled to 
Agiwal-Prov1’s �ling date, discrediting 
Apple's application of the Dynamic 
Drinkware analysis.
The disputes between Ericsson, 
Samsung, and Apple illustrate the 
complexity and intricate nature of 
patent law. Ericsson found its patent 
10,484,915 under challenge from 

Samsung and Apple. Samsung's challenge led to an Inter Partes Review, which was abruptly 
terminated, potentially due to an external settlement. Apple, on the other hand, pursued a 
detailed argument, focusing on the handover process described in the Agiwal prior art.
Despite their di�ering strategies, both Samsung and Apple's challenges failed to undermine the 
validity of Ericsson's patent. The PTAB's decisions underscore the uniqueness of each IPR case 
and the importance of presenting comprehensive, strategic, and detailed arguments. Apple's 
case, in particular, highlights the high standard of evidence required to invalidate a patent, even 
when similar arguments and strategies have been adopted as in a previous case.
Throughout these disputes, Ericsson has maintained its stance on o�ering standard essential 
patent licenses on fair, reasonable, and non-discriminatory terms. As the cases unfolded, it 
became evident that Ericsson's patent strategy was robust enough to withstand challenges from 
two signi�cant players in the tech industry. As such, these cases provide valuable insights into 
the strategic maneuvers and legal complexities involved in patent disputes within the realm of 
wireless communication systems.

Contact our experts: support@apexstandards.com
www.apexstandards.com

E

��������������������������������������������
������
	�������������������������������������
	�

�������
������������
������

� 	������	������ 
�
���
�� ������ ���� ��
���	�� �������	�
� ����� ������� ����� ���� ��������� 
�������� ���
����� ��������� �
�
���������� ��	�
������ �������	�

� ��� ��������

� ����	������������� �� ��������� ��������������������
�������� ����������
��
	�

�
� ����������� ��� ����������� ������� �		�

� ��� ��� ��������
� ��� ��������

� 	������	������ 
�
����� �� 	��
���������
���������
�� �	������������������	�

� ������������ �������
� ��	��������������	����	����� ��	���������������

���� �������

���	�������������������	����	����
���������	������������������	���������		�

��������������

�	����������������������������������
�������������
���������������������	��	����������������������������
��������������
������������������	����������������������
������� ����
� ��
��� ��� 
���������
�������
�� ���� ���� ����
��

���� ��� �� ������� �		�

� ���������� ���������� ���� ����	�
�
��
	���������������	�����
������������������������
���������

�����	��	����������������������
��������������������	�
�
����
�����������
������������������
��������������	�������
�����
������
���
��������������������
��������
��	�
���
	�

����������������

�	�� �
� ���� �

�	���������� ���� ������� 	��������� �� 
�	������������������ �������� �����

��� ��� ����������� ��
������	���
�������	�
� ��� ���� 
�� �	�
�� ���	�����
�� ���� ����	�
� ��
	�

��� ������� ���������� ���� ��������� ����	�������� ���� ����������
������������������
������������������������������	

����������

R&D Intelligence R800464
Apple v Ericsson

PTAB IPR2022-00348
Unclassified

10 May 2023


